
United States FXtent and Trademark Offige 



APPLICATION NO. 



FILING DATE 



UNITED STATES DEPARTMENT OF COMMERCE 

United States Patent and Trademark Office 

Address: COMMISSIONER OF PATENTS AND TRADEMARKS 

Washington. D.C. 20231 

www.uspto.gov 



FIRST NAMED INVENTOR % ATTORNEY DOCKET NO. | CONFIRMATION NO. 



09/989,348 



U/20/2001 



Daniel Levy 



COR 130 US 



1363 



7590 



07/03/2002 



Carmen Pili Ekstrom 

COR Therapeutics, Inc. 

256 E. Grand Avenue 

South San Francisco, CA 94080 



EXAMINER 



BERCH, MARKL 



ART UNIT 



PAPER NUMBER 



1624 

' DATE MAILED: 07/03/2002 



2~ 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 07-01) 



Office Action Summary 



Annliratinn Kin ^^^H^ 


Applicant(s) 1 


09/989,348 


LEVYETAL 


Examin r 


Art Unit 




Mark L. Berch 


1624 





Period for SpS*'"* 6 ' COmmunication a PP ears on »• c ver sh "" "I* the correspondence address - 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION ' 

■ a^S« 1 • 136(a > "° event - h <~" ™* * -* * ftn* fi ,ed 

- ™"*to reply wrthin the 

Status 

1 )□ Responsive to communication(s) filed on . 

2a)Q This action is FINAL. 2b)E This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 453 O G 213 

Disposition of Claims ' 

4) E3 Claim(s) 7-23 is/are pending in the application. 
4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) E3 Claim(s) 1^23 is/are rejected. 

7) Q Claim(s) is/are objected to. 

8) Q Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) |E1 The specification is objected to by the Examiner. 
10)Q The drawing(s) filed on is/are: a)Q accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

1 1 )□ The proposed drawing correction filed on is: a)Q approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)DAII b)D Some*c)D None of: 

1 Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. 

3. Q Copies of the certified copies of the priority documents have been received in this National Staqe 
application from the International Bureau (PCT Rule 1 7 2(a)) 

* See the attached detailed Office action for a list of the certified copies not received. 

14) H Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) D The tran slation of the foreign language provisional application has been received 

15) U Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 . 
Attachment(s) 



1) ^ Notice of References Cited (PTO-892) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) □ Information Disclosure Statement(s) (PTO-1449) Paper No(s) 



4) D Interview Summary (PTO-413) Paper No(s) 

Notice of Informal Patent Application (PTO-152) 
6)D Other: 
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DETAILED ACTION 
Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or 
in public use or on sale in this country, more than one year prior to the date of application for 
patent in the United States. 

Claims 1-2 are rejected under 35 U.S.C. 102(b) as being anticipated by JP 
47030696 or Holy or Saito or Okumura. 

In JP 47030696, see species in 4 th column, which corresponds to A = bond, q = 0, 
n = 1. In Holy, see compound 7. In Saito, see III. In Okumura , see compound #64. 
These correspond to A = bond. 

Claim Rejections - 35 USC§ 112 

The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and 
process of making and using it, in such full, clear, concise, and exact terms as to enable any 
person skilled in the art to which it pertains, or with which it is most nearly connected to 
make and use the same and shall set forth the best mode contemplated by the inventor of 
carrying out his invention. 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter which the applicant regards as his invention. 

Claims 1-23 are rejected under 35 U.S.C. 112, second paragraph, as being 

indefinite for failing to particularly point out and distinctly claim the subject matter 

which applicant regards as the invention. 

1. The proviso at page 81, line 5 is unclear. Does it a) only bar more than one B from 
being O or N, or b) do that plus require at least one? In other words, does "only one" 
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in effect mean "exactly one" or does it mean "no more than one". It could be read 
either way. Thus, it is unclear whether the ring with B could be carbocyclic. 
(/ 2. Page 82, line 3 is unclear where it says, "or at least one of J3 and J4 is a direct link". 
Line 2 already provided for that option, so why is it added to the list? Likewise line 5. 

3. "Prodrug thereof is indefinite. Determining whether a given derivative definitely is 
or is not a prodrug involves more than routine experimentation. If the derivative is 
active, open-ended experimentation may be involved to determine for sure whether 
the compound is a prodrug or whether it is active in its own right (paragraph 2). 

4. What does "isomers" cover? Would this embrace position isomers, e.g. where the 
side chain was attached at the 7 or 8 position or the adenine N? 

5. In claims 11-15, who is in need thereof? How does one know if a patient, who 
happens to be suffering from disease X, is or is not in need of this inhibition? Does 
this apply to healthy people — that is, does everyone benefit from having this 
inhibition? 

6. The "selected from" in claim 18 makes no sense. The disease is not a set to begin 
with. Did applicants perhaps mean "caused by"? 

7. Claims 20-23 left out the "heart". 

Claims 1-23 are rejected under 35 U.S.C. 1 12, first paragraph, because the 
specification, while being enabling for other forms, does not reasonably provide 
enablement for solvates or hydrates or general isomers. The specification does not 
enable any person skilled in the art to which it pertains, or with which it is most nearly 
connected, to make the invention commensurate in scope with these claims. 
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The claims are drawn to solvates. But the dozens examples presented all failed 
to produce a solvate or hydrate. These cannot be simply willed into existence. As was 
stated in Morton International Inc. v. Cardinal Chemical Co., 28 USPQ2d 1 190 "The 
specification purports to teach, with over fifty examples, the preparation of the claimed 
compounds with the required connectivity. However ... there is no evidence that such 
compounds exist... the examples of the *881 patent do not produce the postulated 
compounds... there is ... no evidence that such compounds even exist." Hence, 
applicants must show that solvates or hydrates can be made, or limit the claims 
accordingly. 

As for isomers, this would cover compounds where the side chain was attached at 
the 8 position, or on the adenine, in which, A and Y are in reversed positions, etc. The 
specification does not teach how to make these. 

Specification 

The specification is objected to as it does not convey what the structure of these 
compounds is. Suggested is the claim 1 formula, along with the definition for Z. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mark L. Berch whose telephone number is 703-308- 
4718. The examiner can normally be reached on M-F 7: 15 - 3:45. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mukund Shah can be reached on 308-4716. The fax phone numbers for the 
organization where this application or proceeding is assigned are 703-308-4556 for 
regular communications and 703-308-4556 for After Final communications. 
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Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 708-308- 
1235. 



Mark L. Berch 
Primary Examiner 
Art Unit 1624 



July 1, 2002 



